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The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. § 102 that form the basis for the rejections under 
this section made in this Office action; " 

A person shall be entitled to a patent unless — 
(b) the invention was patented or described in a printed 
publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the 
date of application for patent in the United States . 

Claims 1^13 are rejected under 35 U,S«C. § 102(b) as being 
anticipated by Miller et al, NaKai et al or SuhadolniK et al 
('359 and r 624) . 

All of the references are directed to inhibiting target RNA* 
In each reference, the sequence of the target nucleotide has been 
determined* "Determining the three-dimensional structure is an 
inherent consideration when preparing a binding (complimentary} 
polynucleotide- Note the examples. 

The following is a quotation of the first paragraph of 35 
U.S.C. § 112: 

The specif ication* shall contain -a written description of the 
invention, and of the manner and process of making and using 
it, in such full, clear, concise, and exact terms as to 
enable any person skilled in the art to which it pertains, 
or with which it is most nearly 1 connected, to make and use 
the same and shall set forth the best mode contemplated by 
the inventor of carrying out his invention - 

The specification is objected to under 35 U-S-C- § 112, 

first paragraph,, as failing to adequately teach how to make 

and/or use the invention, i*e* failing to provide an enabling 

disclosure* 

Applicant describes in general terms what should be done but 
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the reaction conditions: solutions, pH, buffer, proportions r etc* 

are not given* See Example 1. Some processes are given by 

references to publications. This is not proper. 

The incorporation of essential material by reference to a 
foreign application or foreign patent or to a publication 
inserted in the specification is improper. Applicant is required 
to amend the disclosure to include the material incorporated by 
reference. The amendment must be accompanied by an affidavit or 
declaration executed by the applicant , or applicant's attorney or 
agent, stating that the amendatory material consists of the same 
material incorporated by reference in the referencing 
application- Zn re Hawki3is, 486 F.2d 569 , 179 USPQ 157; In re 
Hawkins, 486 F.2d 579 , 179 USPQ 163; In re Hawkins, 486 F.2d 577 f 
179 USPQ 167. 

Claims 1-13 are rejected under 35 U.S.C. § 112, first 
paragraph , for the reasons set forth in the objection to the 
specification. 



YARBROUGH:ew 
July 11, 1991 
(703) 308-0196 



AMELIA BURGESS YARBROUGH 
PRIMARY EXAMINER 
ART UNIT 187 
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15, Q Extraneous Matter Objectionable. 
[37 CFR 1*84 (1)] 
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8- Q Figures Must Not be Connected. 
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